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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS. 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

• If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )□ Responsive to communicatlon(s) filed on . 

2a)D This action is FINAL. 2b)IEI This action is non-final. 

3) \3 Since this application is in condition for allowance except for formal matters, prosecution as to the merits Is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) US is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) ^ Claim(s) 1^3 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing{s) filed on is/are: a)n accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or fonm PTO-152. 

Priority under 35 U.S.C. § 119 

12) n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)n All b)n Some * c)^ None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

Claim Rejections - 35 USC§112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming.the 
subject matter which the applicant regards as his invention. 

Claim 2 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for failing 
to particularly point out and distinctly claim the subject matter which applicant regards as the 
invention. 

Claim 2 recites the sheath fomied of a "soft material". The specification provides no 
guidance on what this term means, "soft" is relative and thus the claim is ambiguous. 

Claim Rejections - 35 USC §102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

3. Claims 1-2 are rejected under 35 U.S.C. 102(e) as being anticipated by USPN 6,726,868 
to Panfili et al. and as evidenced by USPN 5,516,143 to Lang et al. 

4. Panfili teaches a tool comprising: a handle (7, Fig. 5 and associated text) having a first 
color pattern thereon (1, Fig. 5 and associated text); and a transparent first sheath (3, Fig. 5 and 
associated text) of polypropylene or Santoprene® thermoplastic elastomer, equivalency to soft 
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material as it's molten resin injection molded, (col. 4, lines 25-38, col. 5, lines 14-16) completely 
exhibiting a portion of the first color pattern enclosed therein. Panfili teaches the sheath is of 
Santoprene® but does not refer to it as transparent. Lang is used to show evidence of molded 
Santoprene that is a transparent plastic (col. 2, lines 57-63 of Lang). Claims 1-2 are met. 



Claim Rejections - 35 USC§103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

6. Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over USPN 6,726,868 
to Panfili et al. 

7. Panfili does not expressly disclose a second sheath having a color pattern different fi'om 
the first applied prior to the first sheath, while Panfili teaches numerous patterns are on the rear 
end of the handle and explains either one or several words, names, numbers, logos, symbols or 
any combination therefirom may consist of the pattem for aesthetic reasons in order to attract 
customers by its visual appearance (col. 3, lines 14-35 of PanfiU). 

Thus, it would have been obvious to one having ordinary skill in the art to have a second 
sheath included as claimed in different colors because Panfili teaches numerous patterns are on 
the rear end of the handle and explains either one or several words, names, numbers, logos, 
symbols or any combination therefirom may consist of the pattem for aesthetic reasons in order to 



Application/Control Number: 1 0/797,85 1 Page 4 

Art Unit: 1774 

attract customers by its visual appearance (col. 3, lines 14-35 of Panfiii). Thus further adding a 
second sheath is optimizable as it effects the overall design and improves aesthetics to attract 
customers thereby resulting in the instantly claimed invention as it has been held that discovering 
an optimum value of a result effective variable involves only routine skill in the art. In re 
Boesch, 617 F.2d 272. Additionally, the mere duplication of parts has no patentable significance 
unless a new and unexpected result is produced. 

Further to the order of "putting the second sheath prior to the first" is a process limitation 
in a product claim. Product-by-process claims are not limited to the manipulations of the recited 
steps, only the structure implied by the steps. Patentability of an article depends on the article 
itself and not the method used to produce it (see MPEP 2113), Furthermore, the invention 
defined by a product-by-process invention is a product NOT a process. In re Bridgeford, 357 F. 
2d 679. It is the patentability of the product claimed and NOT of the recited process steps which 
must be established. In re Brown, 459 F. 29 531. Both Apphcant's and prior art reference's 
product are the same. 

Conclusion 

Any inquiry concerning this communication or earUer commimications from the 
examiner should be directed to Tamra L. Dicus whose telephone number is 571-272-1519. The 
examiner can normally be reached on Monday-Friday, 7:00-4:30 p.m., alternate Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Rena Dye can be reached on 571-272-3186. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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